09/13/2006 18:07 9727329218 



SLATER & MATS I L LLP 



PAGE 01/11 



pi AMENDMENT UNDER 37 C.F.R. § 1.116 

N 1 3tCrJc T EXPEDITED PROCEDURE 

■1 ik f QC 1 Dcrciwcn EXAMINING GROUP 2800 




MafSil,L.L.P. RECEIVED 



CENTRAL FAX CENTER (972) 7J2 . 1001 

SFP 1 1 ?n0fi 0>72)732.<>218«« 
) 7950 Preston Road I Suite 1000 I Dsltat. TX 75232 OCX 1 OtUUD wwwjtlster-motsiLcom 



FACSIMILE COVER SHEET 



To: Commissioner for Patents 


Total Pages Sent: 1 1 


Technology Center 2800 


(including cover sheet) 


Facsimile Number: (571 ) 273-8300 


Transmission Date: September 13, 2006 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant: Seidl, etal. 


Docket No.: INF-116 


Serial No: 10/724,134 


Art Unit: 2823 



Date Filed: December 1 , 2003 Examiner: Jqannie Garcia 

Title: Capacitor with Electrodes Made of Ruthenium and Method for Patterning Layers 

Made of Ruthenium or Ruthenium(lV) Oxide 

CERTIFICATION OF FACSIMILE TRANSMISSION 

I hereby certify that the following papers are being transmitted by facsimile to the U.S. 
Patent and Trademark Office at (571) 273-8300 on the date shown above: 

- Certification of Facsimile Transmission (1 page) 

- Amendment Under 37 CFR § 1.1 16 (7 pages) 

- Request for Withdrawal of Final Rejection (3 pages) 

Respectfully submitted, 

Kristin R. H^S* 
Legal Assistant 

Confirmation Respectfully Requested 



This facsimile is intended only for the use of the address named and contains legally privileged and/or confidential information, tf 
you are not the Intended recipient of this telecopy, you are hereby notified that any dissemination, distribution, copying or use of this 
communication Is strictly prohibited. Applicable privileges are not waived by virtue of the document having been transmitted by 
Facsimile. Any misdirected facsimiles should be returned to the sender by mail at the address indicated on this cover sheet 



PAGE 1111 * RCVD AT 9/1312006 7:12:01 PM [Eastern Daylight Time] ' SVR:USPTOEFXRF-3I10 ' DNIS:2738300 ' CSID:9727329218 * DURATION (mm-$s):02-48 



09/13/2086 18:07 9727329218 SLATER & MATS I L LLP PAGE 02/11 

RECEIVED 

CENTRAL FAX CENTER AMENDMENT UNDER 37 C.F.R. §1.116 

cpp i o onn fi EXPEDITED PROCEDURE 

° 6 0 EXAMINING GROUP 2800 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Seidl, et al. Docket No.: INF-116 

Serial No.: 10/724,134 Art Unit: 2823 

Filed: December 1,2003 Examiner: Joannie A. Garcia 

Title: Capacitor with Electrodes Made of Ruthenium and Method for Patterning Layers 

Made of Ruthenium or Ruthenium(IV) Oxide 

Mail Stop: After Final 
Commissioner for Patents 
P.O.Box 1450 

Alexandria, VA 22313^1450 

AMENDMENT UNDER 37 CFR $ 1.116 

Dear Sir: 

Applicants respectfully submit the following amendments and remarks in response to 
Examiner's Office Action dated July 3. 2006, which Action is made final. This amendment is 
accompanied by a Request to Withdraw Premature Final Rejection. Entry of this amendment 
and allowance of all claims is respectfully requested. 



INF-1 1 6 Page I of 7 Response Under 37 CF,R. §1.116 
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CENTRAL FAX CENTER 

SEP 1 3 2006 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Siedl. el at Docket No.: INF-1 1 6 

Serial No.: 1 0/724, 1 34 Art Unit: 2823 

Filed: December 1 , 2003 Examiner: Garcia, Joannie A. 

Title: Capacitor with Electrodes Made of Ruthenium and Method for Patterning Layers 

Made of Ruthenium or Ruthenium(TV) Oxide 

Mail Stop: AF 
Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 2231 3-1450 



REQUEST FOR WITHDRAWAL OF FINAL REJECTION 

Dear Sir: 

Applicants respectfully submit that the rejection of the pending application is, on 
its face, improper and requests that the final rejection be withdrawn. The following facts 
and discussion support this request. 

Facts 

1 . On May 23. 2005. Applicants filed an Amendment. Amongst the pending 
claims was claim 20, which depended directly from independent claim 14, 

2. A non-final rejection was presented in the Office Action mailed August 8, 
2005. This Office Action indicated that claim 20 would be allowable if rewritten in 
independent form. See page X stating "Claims 13. 20-25, 3 1 and 32, are objected as 
being dependent upon a rejected based claim, but would be allowable if rewritten in 
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independent form including all of the limitations of the base claim and any intervening 
claims. 1 ' 

3. On November 8, 2005, Applicants filed an amendment in which claim 20 was 
placed in independent form. The amended claim 20 is identical in scope to the previously 
pending claim 20. 

4. On July X 2006, a final rejection was mailed rejecting claim 20. 

Discussion 

Applicants respectfully submit that this final rejection was premature. The MPEP 
clearly states, that: 

Under present practice, second or any subsequent actions on the merits 
shall be final, except where the examiner introduces a new ground of 
rejection that is neither necessitated by applicant's amendment of the 
claims nor based on information submitted in an information disclosure 
statement filed during the period set forth in 37 CFR 1 .97(c) with the fee 
setforthin37CFRU7(p). 

MPEP § 706.07(a). 

In this instance, the ground of rejection is clearly a new ground - the claim was 
previously allowed. Applicants' amendment did not necessitate the new ground; rather it 
simply rewrote the claim in independent form, as stated in the final rejection. Further no 
EDS has been filed in the last year so that second exception cannot apply. 
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Therefore, Applicants respectfully request that the final rejection be withdrawn 
and the accompanying amendment be entered. 



SLATER & MATSIL, L.L J\ 
17950 Preston Rd., Suite 1000 
Dallas, Texas 75252 
Tel.: 972-732-1001 
Fax:972-732-9218 
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Respectfully submitted. 



September 13. 2006 




Date 



Ira S. Matsil 

Attorney for Applicants 

Reg. No. 35,272 



